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Response to Arguments 

Applicant's arguments filed September 16, 2007 have been fully considered but they are 
not persuasive. 

Applicant has failed to remove the new matter, or correct the 101 rejections, therefore the 
previous rejection is maintained and this action is made final 

Applicant is not merely changing the wording from the specification but is piecing 
together unrelated embodiments to form claim language which reflects and invention which 
applicant did not possess at the time of filing and is therefore new matter. Further adding to the 
claim presents even more limitations not found in combination with the existing limitations in 
the claim and no specific support has been provided from the specification for these limitations. 
Adding more new matter does not correct previous new matter rejections. Applicant cites 
extrinsic evidence which is irrelevant to showing support in applicant's original specification. If 
applicant does have support then the burden is upon applicant to show said specific support, and 
applicant while arguing portions which conflict with applicant's position, fails to show any 
evidence in the specification to support this position or show any citation of the original 
specification to support the added claim language. 

Mere arguments that it is not new matter are not sufficient, see MPEP 2145: 

2145 [R-3] Consideration of Applicant's Rebuttal Arguments 

I. ARGUMENT DOES NOT REPLACE EVIDENCE WHERE EVIDENCE IS 

NECESSARY 

Attorney argument is not evidence unless it is an admission, in which case, an examiner 
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may use the admission in making a rejection. See MPEP § 2129 and § 2144.03 for a 
discussion of admissions as prior art. 

The arguments of counsel cannot take the place of evidence in the record. In re Schulze, 
346 F.2d 600, 602, 145 USPQ 716, 718 (CCPA 1965); In re Geisler, 1 16 F.3d 1465, 
43 USPQ2d 1362 (Fed. Cir. 1997) ("An assertion of what seems to follow from common 
experience is just attorney argument and not the kind of factual evidence that is required 
to rebut a prima facie case of obviousness."). See MPEP § 716.01(c) for examples of 
attorney statements which are not evidence and which must be supported by an 
appropriate affidavit or declaration. 

As all arguments since the board decision are based on new matter, therefore the previous 
art rejection is maintained, as the applied art was upheld by the board of appeals. 

As previously explained in the rejection there is no tangible output claimed. Therefore 
this rejection is also maintained. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 35, 37-42 and 44-48 are rejected under 35 U.S.C. 1 12, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
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relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. From the amendments to claims of July 10, 2006, in claims 35 and 42, 
"wherein the type of message is different than the size of the message" is not supported by the 
original specification and is therefore new matter. From the further amendments filed October 
19, 2006, the "criteria of the type" limitations are also not supported by the original specification. 
The original specification specifically indicates that the "quickview" is performed based on the 
type of message which is directly based on the size of the message. Further applicant has not 
shown specification support for the newly added limitations regarding intended receipt and no 
such support has besen found, this is also new matter. All new matter must be removed. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 35, 37-42 and 44-48 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. It is non-statutory because it is an abstract 
idea, directed solely to non-functional descriptive material. 

Claims 35 and 37-41 are directed to performing an algorithm. The routine, as claimed, , 
only describes a series of steps to be performed by a computer, but with no tangible output. 

Claim 42 and 44-48 are directed to similar method steps and is therefore also directed to a 
series of steps with no tangible output. 

"generating a display item" is not a tangible output, as it does not expressly reflect any 
tangible output to a piece or hardware which may be seen by a user. Therefore the claimed 
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invention in both groups is abstract, as it may take place completely inside a computer with no 
useful output. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 35, 37-42 and 44-48 are rejected under 35 U.S.C. 102(b) as being anticipated by 
ICHIKAWA et al (US 4,626,842 A). 

Regarding claim 35, ICHIKAWA et al discloses message alert system for a 
communication device (all elements of figure 1) wherein the communication device comprises a 
processor (element 4 of figure 1 and column 2 lines 42-46) and a display (element 8 of figure 1) 
for displaying information, comprising: a computer-readable medium (element 401 of figure 3); 
and a routine stored in the computer-readable medium and configured for execution by the 
processor, the routine comprising: a first routine that receives a message comprising the 
information (column 3 lines 62-67); a second routine that analyzes the message to determine 
from type identifying data transmitted with the message a size thereof (column 4 lines 8-32), and 
further analyzes the message to determine whether the message is of a message type for which 
the third routine is executed wherein the criteria for the type of message is different from a 
criteria based on the size of the message (Column 2 lines 26-46); a third routine that generates a 
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display item for the message in accordance with the size thereof (column 5 lines 1 1-57), if the 
message is of the type for which the third routine is executed. 

Regarding claim 37, see the rejection of the parent claim concerning the subject matter 
this claim depends from. ICHIKAWA et al further discloses an initialization routine that 
specifies the message type (based on number of digits) for which the third routine is executed 
(column 3 line 62 to column 4 line 32). 

Regarding claim 38, see the rejection of the parent claim concerning the subject matter this claim 
depends from. ICHIKAWA et al further discloses that the generated display item comprises a 
reproduction of the message when the second routine determines that the size of the message is 
less than a predetermined size (column 3 line 62 to column 4 line 32). 

Regarding claim 39, see the rejection of the parent claim concerning the subject matter 
this claim depends from. ICHIKAWA et al further discloses the generated display item 
comprises a reproduction of the message when the second routine determines that the size of the 
message is greater than a predetermined size; and the routine comprises a fourth routine that 
provides the generated display item to the display for a predetermined time (column 3 line 62 to 
column 4 line 32). 

Regarding claim 40, see the rejection of the parent claim concerning the subject matter 
this claim depends from, ICHIKAWA et al further discloses that the routine comprises a fifth 
routine that generates a further display item that comprises a portion of the message when the 
second routine determines that the size of the message is greater than a predetermined size; and 
the routine comprises a sixth routine that provides the further display item to the display after the 
predetermined time has elapsed (column 3 line 62 to column 4 line 32). 
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Regarding claim 41 , see the rejection of the parent claim concerning the subject matter 
this claim depends from. ICHIKAWA et al further discloses that the message is transmitted to 
the communication device via a network; and the network is a broadcast network (column 2 line 
27 to column 4 line 32). 

Regarding claim 42, ICHIKAWA et al discloses a method of controlling a 
communication device (all elements of figure 1) having a display (element 8 of figure 1) for 
displaying information, the method comprising the steps of: receiving a message comprising the 
information (column 3 lines 62-67); analyzing the message to determine a size thereof, wherein 
the criteria for the type of message is different than a criteria based on the size of the message 
(Col. 3 line 62-Col. 4 line 7), and further analyzing the message to determine from type 
identifying data transmitted with the message whether the message is of a message type for 
which the generating step is executed (Column 2 lines 26-46); and generating a display item for 
the message in accordance with the size thereof (column 5 lines 11-57), if the message is of the 
type for which the generating step is executed. 

Regarding claim 43, see the rejection of the parent claim concerning the subject matter 
this claim depends from. ICHIKAWA et al further discloses analyzing the message to 
determine whether the message is of a message type for which the generating step is executed 
(column 3 line 62 to column 4 line 32). This is read as when the message is limited to 10 digits. 

Regarding claim 44, see the rejection of the parent claim concerning the subject matter 
this claim depends from. ICHIKAWA et al further discloses an initialization routine that 
specifies the message type (based on number of digits) for which the third routine is executed 
(column 3 line 62 to column 4 line 32). 
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Regarding claim 45, see the rejection of the parent claim concerning the subject matter 
this claim depends from. ICHIKAWA et al further discloses that the generated display item 
comprises a reproduction of the message when the second routine determines that the size of the 
message is less than a predetermined size (column 3 line 62 to column 4 line 32); 

Regarding claim 46, see the rejection of the parent claim concerning the subject matter 
this claim depends from. ICHIKAWA et al further discloses the generated display item 
comprises a reproduction of the message when the second routine determines that the size of the 
message is greater than a predetermined size; and the routine comprises a fourth routine that 
provides the generated display item to the display for a predetermined time (column 3 line 62 to 
column 4 line 32). 

Regarding claim 47, see the rejection of the parent claim concerning the subject matter 
this claim depends from. ICHIKAWA et al further discloses that the routine comprises a fifth 
routine that generates a further display item that comprises a portion of the message when the 
second routine determines that the size of the message is greater than a predetermined size; and 
the routine comprises a sixth routine that provides the further display item to the display after the 
predetermined time has elapsed (column 3 line 62 to column 4 line 32). 

Regarding claim 48, see the rejection of the parent claim concerning the subject matter 
this claim depends from. ICHIKAWA et al further discloses that the message is transmitted to 
the communication device via 'a broadcast network (column 2 line 27 to column 4 line 32). 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lewis G. West whose telephone number is 571-272-7859. The 
examiner can normally be reached on Monday-Friday 7:00-3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew D. Anderson can be reached on 571-272-4177. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Lewis G. West 
Primary Examiner 
Art Unit 2618 



